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DETAILED ACTION 

Response to Arguments 

Applicant requests withdrawal of the provisional obvious type double patenting 

citing MPEP 804, chart l-B. In response and after review of the stated chart Applicant is 

directed below chart l-B, MPEP 804 I B, 1 that in part states 

If "provisional" ODP rejections in two applications are the only rejections remaining in 
those applications, the examiner should withdraw the ODP rejection in the earlier filed 
application thereby permitting that application to issue without need of a terminal 
disclaimer. 

As this instance is not present the previous double patenting rejection is maintained, as 
the rejection is consistent with chart l-B and section 804 of the MPEP. 

Applicant's arguments with respect to claims 1-25 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Objections 

Claim 10 recites the limitation "the timer" in line 1. There is insufficient 
antecedent basis for this limitation in the claim and should be changed to "the first 
timer". 



Double Patenting 
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The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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Claims 1, 4, 13, 17, 19 and 21 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1 , 9, 
13, 16 and 20 of copending Application No. 1 1/122,960. Although the conflicting claims 
are not identical, they are not patentably distinct from each other because: 

With respect to claim 1, 13 and 19 of the instant application recites similar 
limitations, recited in claims land 13 of Application 11/122,960, in line 9 of the instant, 
application the limitations defining "a first and second time interval controlled by a first 
and second timer" is referred to as a "threshold resistance" where resistance is 
determined to be below or exceed said threshold in Application 1 1/122,960, a inrush 
limiting or protection determination of threshold resistance would take place in a time 
interval before the voltage reaches the threshold and thereby be limited after the 
threshold. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the connector recited in Application 1 1/122,960 for the impedance 
control circuit to limit current in the connection by controlling impedance during a time 
controlled by a RC timer circuit where the resistance in the system is below a threshold 
in order to protect the circuitry from large inrush currents. 

With respect to claims 4, 17 and 21 of the instant application recites similar 
limitations, recited in claims 9, 16 and 20 of Application 1 1/122,960 with the exceptions 
of the Application 11/122,960 recites additional limitations requiring the inrush current 
limit circuit to control the current through the impedance after the first time interval. As 
the device of the instant applicant necessitates such a timing of the inrush current 
control circuit to limit the current after the connection of the device to a source of 
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energization, the limitations to further require such timing of the inrush current limit 
circuit would have been obvious to one of ordinary skill in the art in order to control the 
initial current supplied after the connection of the device to the energization source is 
complete. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 3, 12-15, 17 and 20-21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Ngo (U.S. Pat. No 6,525,515) 

With respect to claims 1, 13-15 and 19 Ngo teaches An inrush current controller 
for a device (hot-pluggable subsystem), comprising: a connector (i.e. positive and 
negative power connections) for plugging the device into a source of energization (input 
supply 42); an impedance (formed when item N40 conducts AC voltage) having a 
current input that couples to a first contact (negative power terminal) of the connector, 
an impedance control input (gate terminal), and a current output (source) coupling with 
the device; and an impedance control circuit (item 44) having a logic input (UVLO and 
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control input seen entering the upper portion of the control electronics) coupling to a 
second contact (positive power terminal) of the connector, and having an impedance 
control output (see exiting the right of the control electronics item 44) connected to the 
impedance control input (gate), the impedance control output forcing the impedance 
OFF during a first time (t0-t1) interval controlled by a first timer (item 57), and the logic 
input enabling a limited inrush (exponential rate of change col. 7 lines 43-48) at the 
current input during a second time (t1-t2) interval controlled by a second timer (formed 
with sensing input R40, item A2, N31 and R53 see col. 7 lines 40-45). 

With respect to claim 3 and 20 Ngo teaches the impedance may continuously or 
step-wise variable (see Fig. 4 col. 7 lines 43-48) as a function of the control input. 

With respect to claims 4, 17 and 21 Ngo teaches the first timer (item 57) couples 
to the current input (see Fig. 5) and the impedance control output (gate), and provides a 
first timer output that forces the impedance OFF during the first time interval (t0-t1); and 
an inrush current limit circuit (N40) coupled to the logic input and the impedance control 
output, and providing an inrush current limit (rate of change of voltage ramp) output 
controlled by the second timer (formed with sensing input R40, item A2, N31 and R53 
see col. 7 lines 40-45). 

With respect to claim 12 Ngo teaches the impedance comprises a transistor 

(N40). 



Claim Rejections • 35 USC § 103 



Application/Control Number: 10/824,866 Page 7 

Art Unit: 2836 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2, 5-11, 16, 18 and 22-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ngo (U.S. Pat. No 6,525,515) 

With respect to claims 2 and 16 Ngb teaches the device may be a computer or 
other electronic system and the source of energization comprises a host system. Ngo 
does not describe a data storage device. It would have been obvious to one of ordinary 
skill in the art at the time of the invention to modify Ngo to further include the use of 
such a device if in fact such is not already present in Ngo in order to provide power 
safety to sensitive computing equipment. 

With respect to claims 5 and 22 Ngo teaches the first timer (57) output controls 
the inrush current limit output to the impedance control output (see col. 9 lines 1-5). Ngo 
does not describe the control as an override instead teaches of the holding of the 
current limiting operation. It would have been obvious to one of ordinary skill in the art at 
the time of the invention to use an override type control scheme in order to prevent the 
power form being supplied until the a reliable power signal has been determined. 

With respect to claim 6 Ngo is silent on the logic of the circuit as being open or 
closed after the first time interval. It would have been obvious to one of ordinary skill in 
the art at the time of the invention to use an open logic in order to signal the expiration 
of the first time interval in order to control the impedance and limit inrush current. 
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With respect to claims 7 and 23 Ngo teaches the inrush current limit output 
exponentially changes the impedance control output during a turn-on interval so that a 
device voltage has a slew rate (see Fig. 4). Ngo is silent on the range of 12 volts per 
100 milliseconds, however It would have been obvious to one of ordinary skill in the art 
at the time of the invention to select components with such a time constant to operate 
with a slew rate of less than 12 volts per 100 milliseconds in order to protect the device 
of inrush currents. 

With respect to claim 8 Ngo teaches the device has impedance that is partially 
inductive. 

With respect to claim 9 and 24 Ngo teaches the timer resets automatically when 
the connector is disconnected from the source of energization (via startup timer and 
Auto-restart timer items 57 and 55). 

With respect to claim 10, 18 and 25 Ngo teaches the use of a first timer a while 
Ngo is silent on the use of a transient signal to activate the timer. The timer disclosed in 
Ngo is triggerable by any voltage signal supplied to the input including that of a transient 
signal. 

With respect to claim 1 1 Ngo teaches the logic input (sensing input of the control 
electronics) triggers the limited inrush when the logic input is open circuit, and when the 
logic input is at a high level. 



Conclusion 
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Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Rutland-Wallis whose telephone number is 571- 
272-5921. The examiner can normally be reached on Monday-Thursday 7:30AM- 
6:00PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Sherry can be reached on 571-272-2084. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



MRW 





